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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the examner’s final rejection of clainms 1-8 and 11-22, which

are all of the clains pending in this application.
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BACKGROUND

The appellants’ invention relates to a video gane
appar at us whi ch provides advice information to a user. An
under standi ng of the invention can be derived froma reading
of exenplary claiml1l, which is reproduced as foll ows:

1. A video gane apparatus conprising:

a di spl ay;

gane operating neans operated by a pl ayer;

gane conputing nmeans for conputing a ganme in accordance
wi th an operation signal fromsaid gane operating neans and a
predet erm ned gane programto display a gane i mage on said
di splay; and

advi ce data conputing nmeans whi ch conputes and out puts
advice data for the player depending on a state of the gane,
wherein said advice data conputing neans conprises an
operational state judging section for judging an operational
state of the gane operating neans from an operational history
of the player, the advice data conmputing neans automatically
generating an operation advice inmage of the ganme operating
means, and di spl ays the operation advice inmage on the display
dependi ng on the operational state.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Okada 4,752, 069 Jun. 21, 1988
Ei sen et al. (Eisen) 4,964, 077 Cct. 16, 1990
Lanier et al. (Lanier) 5,103, 498 Apr. 7, 1992
Mott et al. (Mott) 5, 269, 687 Dec. 14, 1993

Pierce et al. (Pierce) 5,299, 810 Apr. 5, 1994
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Clains 1-8, 14-16, and 20 stand rejected under 35 U S. C
§ 103 as being unpatentabl e over Lanier in view of Ckada.
Clains 11-13 and 21 stand rejected under 35 U S.C. §8 103 as
bei ng unpatentabl e over Lanier in view of Ckada, and further
in viewof Mtt. Cdains 17 and 22 stand rejected under 35
U S.C. 8 103 as being unpatentable over Lanier in view of
Ckada, and further in view of Eisen. Cains 18 and 19 stand
rejected under 35 U.S. C
8§ 103 as being unpatentable over Lanier in view of Ckada,
further in view of Mdtt and Pierce.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the exam ner’s answer (Paper
No. 17, mailed March 2, 1999) and the final rejection (Paper
No. 11, mailed June 9, 1998) for the exam ner’s conplete
reasoni ng in support of the rejections, and to the appellants’
brief (Paper No. 16, filed January 19, 1999) and reply brief
(Paper No. 18, filed April 27, 1999) for the appellants’

argunents thereagainst. Only those argunents actually nmade by
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t he appel | ants have been considered in this decision.
Argunents which the appellants could have made but chose not
to make in the briefs have not been considered. See 37 CFR

1.192(a).

CPI NI ON

In reaching our decision in this appeal, we have
carefully considered the subject matter on appeal, the
rej ections advanced by the exam ner, and the evidence of
obvi ousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary

skill in the art the invention as set forth in clains 1-8 and
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11-22. Accordingly, we reverse, essentially for the reasons
set forth by the appellants.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G 1, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
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exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). If that burden is net, the burden then shifts to the

applicants to overcone the prinma facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis

of the evidence as a whole. See id.; In re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. G r

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 (CCPA 1976).

We consider first the rejection of clains 1-8, 14-16, and
20 based on the teachings of Lanier in view of Ckada. The
Appel I ants assert (brief, pages 10-12) that there is no
notivation to conbine Lanier wth Ckada. Lanier is directed
to an intelligent help systemand is not directed to a video
gane, as is (kada. The appellants state (reply brief, page 2)
t hat

Lanier is a “click-on” help system The dynam c

nature of a ganme would not be conpatible with such

a system In fact, Lanier’s “click-on” help system
woul d be detrinental in a game environnent because
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it would require the person to stop, “click on” the
right button, nenu etc., read and understand the
appropriate hel p nessage, and the resune the gane.

In addition, the appellants asserts that Lanier teaches away
fromproviding help information automatically. |In Lanier, the
user is provided with help only when assistance is requested
by the user. The appellants assert (reply brief, page 3) that

if a user does not request help, Lanier system
assunes that the user does not need help and
stores historical information only after a user
has requested help. Therefore, Lanier’s system
woul d not operate in its intended fashion if the
help informati on was provided “autonmatically”.
Thus, Lanier’s help systemactually teaches away
from providing advice data automatically.

The appel lants further assert (reply brief, page 4) that
t he exam ner appears to be engaging in inpermssible hindsight
to achi eve the appellants’ clainmed invention. The appellants
state (id.)that

kada woul d not have been notivated to use the
click-on, pull down menu system of Lanier or any
ot her hel p system because Okada had already provided
a user with arrows that were adequate to let the
pl ayer know what to do to achi eve success for the
di scl osed gane. (underlining original).

We find that hel p system of Lanier provides assistance to

a user, when requested (col. 2, lines 1-5). The assistance is
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provided for itens such as how to select and copy text froma
file menu (col. 7, lines 9-13). Having determ ned that the
user has mastered the task, nonitoring device 320 updates the
user’s historical information. W find that Ckada, in
contrast, is directed to a video gane. Advise to a pl ayer
regarding tinme remaining and operating direction is provided
to a user is based upon a clock pulse counter 20 (col. 1
lines 46-51 and col. 4, lines 6 to 14).

The exam ner (answer, page 5) relies upon the teaching in
Lanier (col. 2, lines 52-55) that Lanier’s system could be
i npl emented in other operating environnents. W find however,
that this teaching of Lanier does not extend to a video gane.
In Ckada, advise is provided in order to enable the user to
react nore quickly while playing the video gane. W find this
to be different fromLanier where the training is cognitive in
nat ur e.

We therefore find that one of ordinary skill in the art
woul d not have been taught to combi ne the teachi ngs of Ckada
to the conputer help systemof Lanier to add a gane as well as
a system for providing automatic advice as advanced by the

exam ner. (Qbviousness may not be established using hindsight
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or in view of the teachings or suggestions of the inventor.

Para- Ordnance Mg. v. SGS Inporters Int’'l, 73 F.3d 1085,

1087, 37 USPQ2d 1237, 1239 (Fed. Cr. 1995)(citing WL. CGore &

Assocs., Inc. v. Grlock, Inc., 721 F.2d 1540, 1551, 1553, 220

USPQ 303, 311, 312-13 (Fed. Cr. 1983)). “It is inpermssible
to use the clainmed invention as an instruction manual or
‘tenplate’ to piece together the teachings of the prior art so
that the clainmed invention is rendered obvious.” 1ln re
Eritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1784 (Fed. G r

1992) (citing ILn re Gorman, 933 F.2d 982, 987, 18 USPQd 1885,

1888 (Fed. Cir. 1991)).

Because Lani er does not address the issue of providing
advise in order to obtain quick reflexive response by the user
of a dynam c gane, we are not persuaded that teachings from
the applied prior art would appear to have suggested the
clainmed limtations. The exam ner has therefore failed to

establish a prima facie case of obviousness. Accordingly, the

rejection of clainms 1-8, 14-16 and 20 as obvi ous over Lanier
in view of Ckada under 35 U.S.C. § 103 is reversed.
We turn next to the rejection of clains 11-13 and 21 as

unpat ent abl e over Lanier in view of Okada, further in view of
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Mott. We begin with clainms 11-13, which depend fromclaim 1.
As Mdtt does not overcone the deficiencies of Lanier and
Ckada, the rejection of clains 11-13 under 35 U.S.C. §8 103 is
reversed. Turning to claim?2l, we find that Mdtt does not
overcone the deficiencies of Lanier and Ckada. |In addition we
find that while Mttt teaches displaying gauges to provide
advice to a player, Mtt does not teach *judgi ng data of
gauges used in the

gane . . . advising the player on a current state of a gauge
and di spl ays the advice inage on the display depending on the
judging data.” WMoreover, we find no suggestion to provide
kada with gauges as tachonmeters, would not be of value in
Ckada’ s gane. Accordingly, the rejection of claim2l1 under 35
U S C

8 103 is reversed.

Turning next to the rejection of clains 18 and 19 as
unpat ent abl e over Lanier in view of Mtt, further in view of
Ckada and Pierce, as Mttt and Pierce do not overcone the
deficiencies of Lanier and Ckada, the rejection of clains 18

and 19 under 35 U.S.C. § 103 is reversed.
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We turn next to the rejection of clains 17 and 22 under
35 U.S.C. 8 103 as unpatentabl e over Lanier in view of Ckada,
further in view of Eisen. W find that Ei sen does not
overcone the deficiencies of Lanier and Ckada, and woul d not
be conbi nable with the gane of Ckada for the reasons discussed
above with respect to Lanier. 1In addition, we find that Ei sen
teaches (col. 2, lines 28-47) a help systemin which the
anount of help information presented to the user is decreased
as |learning progresses. The information is tracked by the
nunber of times the user has received help in a functional
area. The user sets a threshold for the nunber of tines that
a level of help information is to be displayed for a
particul ar functional area. Wen the threshold is reached,
the information presented is reduced. Eisen further discloses
(col. 4, lines 10-13), that when the user-set thresholds have
been net, the application or systemoverview i nformati on woul d
not be shown, unless requested via the regular help facility.
Ei sen additionally discloses (col. 4, lines 4 and 5) that
i nformati on can be displayed w thout the user having to
request it. However, in Eisen (col. 2, |ines 54-64)

The user is always in control of the anpbunt of
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hel p he or she receives. For exanple, whenever
user-set threshol ds are exceeded, the user is

notified and has the option of continuing with
the previous |evel of help/dialog information.

From the teachings of Eisen, we find that the user is always
in control of the anobunt of help provided, and that after a
user defined threshold is met, the user is notified and has
the option of continuing with the previous |evel of help
information, as opposed to limting the providing of help
information to a given nunber of occurrences. W therefore
concl ude that Ei sen woul d not have suggested |imting the

di splaying of the arrow and remaining time indicators of Okada
after identical advice i mages have been di splayed to a pl ayer
a given nunber of tines.

Accordingly, the rejection of clains 17 and 22 under 35 U. S.C.

8§ 103 is reversed.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainse 1-8 and 88-22 under 35 U . S.C. § 103 is reversed.

REVERSED

M CHAEL R FLEM NG
Adm ni strative Patent Judge

BOARD OF PATENT

JOSEPH F. RUGAE ERO APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

STUART S. LEVY
Adm ni strative Patent Judge
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